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REMARKS 

Claims 1-20 are pending in this application. Claims 1-20 were rejected under 
35 U.S.C. §112, second paragraph. Claims 1, 3, 7-1 1, and 16-19 were rejected under 35 U.S.C. 
§102(b). 

By this amendment, claims 1 and 2 have been canceled, claims 3, 5-7, 9 and 18 have 
been amended and new claims 21-25 have been added without prejudice or disclaimer of any 
previously claimed subject matter. Support for the amendments and new claims can be found, inter 
alia, throughout the specification. Support for the amendment to claims 3, 5, 6 and new claims 21- 
25 is found, inter alia, at page 6, second full paragraph, and at page 32, first and second full 
paragraphs. 

The amendments are made solely to promote prosecution without prejudice or disclaimer 
of any previously claimed subject matter. With respect to all amendments and canceled claims, 
Applicants have not dedicated or abandoned any unclaimed subject matter and moreover have not 
acquiesced to any rejections and/or objections made by the Patent Office. Applicants expressly 
reserve the right to pursue prosecution of any presently excluded subject matter or claim 
embodiments in one or more future continuation and/or divisional application(s). 

Applicants have carefully considered the points raised in the Office Action and believe 
that the Examiner's concerns have been addressed as described herein, thereby placing this case into 
condition for allowance. 

Rejection under 35 U.S.C. §112, second paragraph 

Claims 1-20 were rejected under 35 U.S.C. §112, second paragraph, as allegedly being 
indefinite for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Applicants respectfully traverse this rejection. 

Although Applicants believe that the claims were sufficiently definite when considered 
in view of the specification and the understanding of those of skill in the art, Applicants have 
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attempted to respond to the concerns of the Examiner in order to enhance clarity and to facilitate 
disposition of the present case. 

Definiteness of claim language must be analyzed in light of the application disclosure, 
the teaching of the art, and the interpretation that would be given by one possessing the ordinary 
level of skill in the pertinent art at the time the invention was made. MPEP §2173.02. 

As amended, claim 3 recites "providing, during a period of about three months following 
an initial PDT treatment, at least two additional PDT treatments to said subject." No upper limit is 
needed with the phrase "at least" since the invention lies in repetitive treatment and a skilled person 
could readily judge what is practical. Applicants respectfully submit that this use of the phrase "at 
least" is sufficiently definite when considered in view of the specification and the understanding of 
those of skill in the art. 

In view of the foregoing, Applicants respectfully request reconsideration and withdrawal 
of the rejection under 35 U.S.C. § 1 12, second paragraph. 

Rejection under 35 U.S.C. §102(b) 

Claims 1, 3, 7-1 1, and 16-19 were rejected under 35 U.S.C. §102(b) as allegedly being 
anticipated by Arch. Opthamol (1999) 1 17:1329-1345 (hereinafter "Arch OpthamoL"). Applicants 
respectfully traverse this rejection. 

The present invention provides an improvement on an established protocol for PDT 
treatment of ocular neovasculature by providing more frequent PDT treatments during the first three 
and six months following an initial PDT treatment. The method of claim 3 provides at least two 
additional PDT treatments to the subject during a period of about three months following the initial 
PDT treatment. The method of claim 25 provides additional PDT treatments to the subject at 
intervals of about 60 days during a period of about six months following the initial PDT treatment. 

For a claim to be anticipated by a reference, that reference must disclose each and every 
element of the claim. 
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Arch. Opthamol discloses PDT treatments at a frequency of about 3 months after the 
initial treatment. Figure 1, for example, lists that study participants are receive follow up assessment 
and treatment, if necessary, at months 3, 6, 9 and 12 after the initial PDT treatment. Arch 
Opthamol does not teach that the follow up treatments are to be administered more frequently than 
every 3 months. 

The claimed invention provides more frequent PDT treatments following the initial PDT 
treatment than is taught in Arch Opthamol . Since Arch Opthamol does not teach every element of 
the pending claims, it does not anticipate the claimed invention. 

Applicants respectfully request reconsideration and withdrawal of the rejections under 
35U.S.C.§102(b). 
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CONCLUSION 

Applicants believe that all issues raised in the Office Action have been properly 
addressed in this response. Accordingly, reconsideration and allowance of the pending claims is 
respectfully requested. If the Examiner feels that a telephone interview would serve to facilitate 
resolution of any outstanding issues, the Examiner is encouraged to contact Applicants' 
representative at the telephone number below. 

In the unlikely event that the transmittal letter is separated from this document and the 
Patent Office determines that an extension and/or other relief is required, Applicants petition for any 
required relief including extensions of time and authorize the Assistant Commissioner to charge the 
cost of such petitions and/or other fees due in connection with the filing of this document to Deposit 
Account No. 03-1952 referencing docket no. 273012012100 . 

Dated: November 6, 2003 Respectfully submitted, 

Karen R. ZachowTTh.D. 
Registration No. 46,332 

Morrison & Foersterixp 
381 1 Valley Centre Drive, Suite 500 
San Diego, California 92130-2332 
Telephone: (858) 720-5191 
Facsimile: (858)720-5125 
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